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Following a recent business trip to China, 

we are pleased to offer a few 

observations on key developments in the 

Chinese legal system which will have 

major significance for those with the 

Chinese market within their sphere of 

commercial interests.  

Firstly, the latest amendments to 

China’s Trademark Law – effective on 

1st May 2014 – herald important changes 

in this area. In broad terms, the new law 

provides rights holders with increased 

legal protection and expands the scope 

of registrable trademarks, adding sounds 

to the existing definition of marks that 

can be protected.  

Of particular interest will be the new 

provisions to strengthen the 

compensation remedy, aimed at cracking 

down further on infringement: the 

statutory damages maximum is raised 

significantly up to RMB 3 million (USD$ 

480,000) whilst punitive damages – for 

cases of serious infringement committed 

in bad faith – are allowed of up to 3 

times the damages award (Article 63).  

In addition, measures that both facilitate 

the confiscation and destruction of 

equipment used by infringers and 

strengthen administrative protection 

increase the deterrent effect of the new 

rules. 

On the subject of brand protection, 

hijacking by others is rendered more 

difficult with respect to marks which 

have not been registered but which have 

been in use commercially (“prior  

usage”). Article 15 states that where an 

unregistered mark has clearly been in 

use, and opposition to its registration 

has been filed, then the application for 

substantive registration will itself be 

rejected. A typical scenario is when the 

applicant for trademark registration has 

some relationship with the prior user, 

especially a business or contractual one, 

and is therefore fully aware of the 

existence of the unregistered mark, and 

is therefore acting in bad faith.  

Protection for prior usage is also 

available in more general terms taking 

into account the recognition the mark 

has gained: under Article 59, the owner 

of a registered trademark has no right to 

prohibit the prior user from continuing 

to use its mark within the original scope, 

although the prior user may be required 

to add a suitable mark/logo for the 

purposes of distinguishing its goods 

from those of the registered trademark 

owner. 

Other provisions which merit attention 

are those aimed at speeding up 

processes by the introduction of 

mandatory timetables – for example 

trademark registration examinations 

must be completed within 9 months 

(Article 28) and applications to the 

Trademark Office to decide on 

cancellation of a mark due to non-use 

are subject to the same time limit 

(Article 49).   

Another issue addressed by the new law 

is bad faith, with respect to both 

trademark registrations and oppositions:   
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under the new Article 33, only the holder of prior rights or 

an interested party can raise opposition, based on 

“relative grounds”. This reform should have the effect of 

reducing instances of bad faith oppositions, aimed solely 

at prolonging the registration procedure. 

As some commentators warn, a critical point of the 

revised law may be that, under the new provisions, an 

application that survives an opposition is immediately 

registered. As a matter of fact, that change may create 

problems for legitimate brand owners: in particular, the 

trademark can now be used even if the opponent files an 

invalidation proceeding. However, on the whole, brand 

owners operating within the Chinese market should 

welcome the new law as definite progress in the 

improvement of brand protection. What results these 

reforms deliver will have to await further appraisal.    

Our further interesting piece of news is that on 16 May 

2014 the EU and China signed a landmark mutual 

recognition Agreement whereby the parties commit to 

recognize each other's certified safe traders, allowing 

these companies to benefit from faster controls and 

reduced administration for customs clearance. On the  

 

same date, two other important initiatives were also 

signed: first, a new Strategic Framework for Customs 

Cooperation, which defines ambitious priorities and 

objectives: trade facilitation, supply chain security and 

fighting counterfeit / illicit trade; second, a new EU-

China Action Plan on Intellectual Property Rights, 

aimed at improving the clamp-down on counterfeit goods.  

 

A third point which is worth highlighting is that, as 

recently reported, experts expect a boom in parallel 

imports to China, due to the great price disparity between 

goods sold in China and abroad, along with the 

development of e-commerce, which has provided a 

platform for parallel imports. In this perspective, any 

actual or potential IP owner in that country needs to be 

aware that Chinese Intellectual Property Law does 

not clearly address the issue of parallel imports yet. 

So, unfortunately, it may be difficult for an entrepreneur 

to find a legal basis to adequately assert his own rights; 

notwithstanding that avoidance of import tax is 

punishable, parallel imports are not illegal in China, and 

are therefore largely uncontrolled.  
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Who We Are 
 

Carnelutti’s intellectual property department comprises a highly specialized group of lawyers who assist major clients in all 
sectors of intellectual and industrial property law. 
The firm provides specialist advice and assistance in regard to the protection and registration of the appropriate rights, 
consultancy and litigation services where those rights need to be defended or competitors' claims need to be challenged. All 
matters concerning the registration and the management of intellectual property assets, the transfer and licensing of trademarks, 
trade names and logos, as well as advertising, protection and management of personal data and trade secrets, software, 
databases, and copyright are within the scope of Carnelutti's expertise.  
The members of Carnelutti's IP team have developed strong international skills and can provide comprehensive assistance and 
representation in both litigation and out of court handling of disputes concerning infringement and/or counterfeiting. In addition, 
the department has a strong practice in the field of information technology and provides a wide range of services in electronic 
commerce and software, handling contracts and agreements relating to licensing and transfers.  
The firm's IP lawyers work closely with their transactional and tax colleagues on the intersection of intellectual property and 
corporate law issues, and are frequently involved in negotiating and drafting franchising and merchandising agreements.  
                                  


